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REMARKS 

The present application has Claims 1 - 24. New Claims 25 - 28 have been 
added leaving Claims 1 - 28 for consideration upon entry of the amendment No new 
matter has been introduced by these amendments. Reconsideration and allowance of 
the claims is respectfully requested in view of the following remarks. 

New Claims 

Claims 24 - 28 have been newly added. Support for these claims can be 
found in at least the Examples of the application. No new matter has bee introduced 
by these amendments. 

Claims Rejected under 35 U.S.C. 5 102 (hi 

Claims 1 -19 are rejected under 35 U.S.C § 102 (b) as allegedly being 
anticipated by U.S. Patent 6,455,650 to Lipian et al. (Lipian) (Office Action dated 
09-26-2005, page 2) 

In making the rejection, the Examiner has stated that "Lipian (Col. 112-3, 
claims 1 and 2; Col. 115-116, claims 16 and 17; Col. 40, line 19 - 59 disclose a method 
for preparing a cycloolefin polymer that is substantially identical to Applicants 1 claims 1 
- 1 9)". (Office Action dated 09-26-2005, page 2) 

To anticipate a claim under 35 U.S.C. f 102, a single source must contain all of 
the elements of the claim. Lewmar Marine Inc. v. Barient, Inc 7 827 f.2d 744, 747, 3 
U.S.RQ.2d 1766, 1768 (Fed. Cir. 1987), cert denied, 484 U.S. 1007 (1988). 

The present application is directed to a method for preparing a cycloolefin 
polymer containing polar functional groups, comprising preparing a catalyst mixture 
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including i) a precatalyst represented by Chemical Formula 1, containing a Group 10 
transition metal having a ligand containing oxygen ions bonded to the metal; ii) a first 
cocatalyst which is an organic compound containing a Croup 15 element; and iii) a 
second cocatalyst which is capable of providing an anion and weakly coordinating to 
the metal of the precatalyst As noted above, the present application is directed to a 
mixture of catalysts. 

Lipian in contrast discloses a method for the addition polymerization of 
cycloolefins using a cationic Group 10 metal complex and a weakly coordinating anion 
of the formula: 

[(R')zM(L'ML")y]b[WCA]d 
wherein [(R')zM(I/)x(L")yl is a cation complex is a cation complex where M represents 
a Group 10 transition metal; R' represents an anionic hydrocarbyl containing ligand; L' 
represents a Group 15 neutral electron donor ligand; L" represents a labile neutral 
electron donor ligand; x is 1 or 2; and y is 0, 1, 2, or 3; and z is 0 or 1 , wherein the sum 
of x, y, and z is 4; and [WCA] represents a weakly coordinating counteranion complex; 
and b and d are numbers representing the number of times the cation complex and 
weakly coordinating counteranion complex are taken to balance the electronic charge on 
the overall catalyst complex, (see Claim 1) 

As can be seen from the above formula, the catalyst disclosed by Lipian is in the 
form of a single complex. It does not comprise a mixture of catalysts as presently 
claimed. Since Lipian teaches a single catalyst complex and not a mixture of catalysts 
it cannot anticipate the claimed invention. For this reason at least, the catalyst 
disclosed by Lipian cannot anticipate the claimed invention. Applicants respectfully 
request a withdrawal of the § 102 (b) 
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rejection and an allowance of the claims over Lipian. 
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Claims Rejected under 35 U.S.C § 103 (a) 

Claims 20 - 2 4 have been rejected under 35 U.S.C 102(b) as allegedly being 
anticipated by, or in the alternative under 35 U.S. C- § 103 (a) as obvious over Lipian. 
(Office Action dated 09-26-2005, page 3) 

For an obviousness rejection to be proper, the Examiner must meet the burden 
of establishing that all elements of the invention are disclosed in the prior art; that the 
prior art relied upon, coupled with knowledge generally available in the art at the time 
of the invention, must contain some suggestion or incentive that would have motivated 
the skilled artisan to modify a reference or combined references; and that the proposed 
modification of the prior art must have had a reasonable expectation of success, 
determined from the vantage point of the skilled artisan at the time the invention was 
make. In re fine, 5 LL3.P.Q.2d 1596, 1598 (Fed. Cir. 1988); In Re Wilson, 165 
ILS.RQ. 494, 496 (C.C-P.A. 1970); Amgen v. Chugai Pharmaceuticals Co., 927 
U-S.P-Q.2d, 1016, 1023 (Fed. Cir. 1996). 

Claims 20 - 2 4 are dependent from Claim 1. As noted above, Lipian does not 
teach all elements of the claimed invention. More specifically Lipian teaches a single 
catalyst complex in order to prepare a cycloolefin polymer containing polar functional 
groups. The present application in contrast is directed to a catalyst mixture for 
preparing the cycloolefin polymer. 

Additionally, there is no motivation for one or ordinary skill in the art to modify 
Lipian in order to arrive at the claimed invention. Since Lipian does not teach aJI 
elements of the claimed invention, one of ordinary skill in the art would not find any 
motivation to modify its teachings to arrive at the claimed combination. Since Lipian 
does not teach all elements of the claimed invention and since there is no motivation to 
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modify Lipian to arrive at the claimed invention, Applicants believe that the Examiner 

has not made a prima facie case of obviousness over Lipian. 

Applicants therefore respectfully request a withdrawal of the obviousness 

rejection and an allowance of the claims over Lipian. 

It is believed that the foregoing amendments and remarks fully comply with 

the Office Action and that the claims herein should now be allowable to Applicants. 

Accordingly, reconsideration and withdrawal of the objection(s) and rejection(s) and 

allowance of the case are respectfully requested. 

If there are any additional charges with respect to this Amendment or otherwise, 

please charge them to Deposit Account No. 06-1130. 

Respectfully submitted, 

CANTOR COLBURN LLP 



By: \j 

David E. Rodrigues 
Registration No. 50,604 
Confirmation No. 5544 
Cantor Colburn LLP 
55 Griffin Road South 
Bloomfield, CT 06002 
Telephone: (860) 286-2929 
Fax: (860) 286-0115 
PTO Customer No. 23413 

Date: December 27, 2005 
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